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Claim 6 is generic to a plurality of disclosed patentably distinct species 
comprising diseases. Applicant is required under 35 U.S.C. 121 to elect a single 
disclosed species, even though this requirement is traversed. 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions unpatentable over 
the prior art, the evidence or admission may be used in a rejection under 35 
U.S.C. 103(a) of the other invention. 

During a telephone conversation with Z. Alathari on 12/20/05 a provisional 
election was made with traverse to prosecute the invention of diabetes mellitus. 
Affirmation of this election must be made by applicant in replying to this Office action. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Metz 
etal (AJH 1:58-60 1988). 

Metz et al teach a reduction in body fat content in rats consuming higher diets of 
calcium (abstract). 
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It would have been obvious to one of ordinary skill to formulate a high calcium 
diet for an animal to achieve the beneficial effect of a reduction in body fat content in 
view of the Metz et al results. 

As to the claimed reduced risk of diabetes, it is well known, even to the layman, 
that obesity increases the risk of diabetes, and, therefore, a method of reducing weight 
will reduce that risk. One of ordinary skill would further recognize that mammals in 
general are subject to this risk. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 8-10 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Schroeder et al. 

Schroeder et al teach a solid animal feed supplement containing calcium. It is 
poured into packages (abstract). Ruminants are disclosed (column 1 lines 50-54). As 
to the claimed pet food, such is merely an intended use. As to the claimed description, 
such a limitation is not considered patentable during prosecution of composition claims 
before the USPTO. 

Claim 2 is rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for mammals, does not reasonably provide 
enablement for non-mammalian species. The specification does not enable any person 
skilled in the art to which it pertains, or with which it is most nearly connected, to use the 
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invention commensurate in scope with these claims. Applicants disclose mammals, but 
provide no evidence for efficacy regarding such non-mammalian species as reptiles, 
amphibians, fish, birds and spiders such as tarantulas. 



The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 

Claims 1-7 are rejected on the ground of nonstatutory obviousness-type double 

patenting as being unpatentable over claims 1-66 of U.S. Patent No. 6,384,087. 

Although the conflicting claims are not identical, they are not patentably distinct from 

each other because the patented claims encompass the instant claims as to the treated 

individual. 



Claims 1-10 rejected. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Edward J. Webman whose telephone number is 571- 
272-0633. The examiner can normally be reached on M-F from 8 AM to 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, S. Padmanabhan, can be reached on 571-272-0629. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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